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DETAILED ACTION 

This is in response to the amendment filed on September 22 nd 2008. 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 9/22/08 
has been entered. 

Status of Claims 

Claims 1-31 are pending. 
Claim 14 is currently objected to. 

Claims 1-17 and 21-31 are currently rejected under 35 U.S.C. 102(e). 
Claims 18-20 are currently rejected under 35 U.S.C. 103(a). 
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Response to Arguments 

2. Applicant's arguments filed 9/22/08 have been fully considered but they are not 
persuasive. 

Applicant argues that Agrawal fails to disclose all of the elements of the claims 
and specifically "said provided information defines a subset of said elements of said 
presence information" as recited by independent claim 1 . This argument is not 
persuasive. Agrawal explicitly discloses that user presence data is configured 
(paragraph 41 ). The word configure is generally understood in the art to mean adapt for 
a specific situation. Thus Agrawal is teaching that the presence information is selected 
from what is available (configured). Since Agrawal uses the term "can be" it is clear 
from the disclosure that it does not require all of the presence information to be sent but 
rather Agrawal discloses sending anywhere from zero to all of the presence information 
depending on the configuration. Applicant's assertion that Agrawal contains no teaching 
that only certain elements of the presence information should be provided (pg. 14) does 
not flow from the disclosure of Agrawal. In fact it seems to be in stark contrast. 
Agrawal does not teach to send all of the presence information to each user. Rather 
Agrawal teaches configuring presence information for a specific use (paragraph 41). 
Agrawal also clearly discloses that a user can control their own presence information 
(paragraph 49), thus providing only a subset of that information to other users if they so 
choose. For at least these reasons and the detailed rejection below applicant's 
argument is not persuasive. 
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Applicant also argues that Requena does not qualify as prior art (pg. 15). This 
argument is not persuasive. Requena is a divisional application which claims priority to 
application 10/023,456 filed on 1 0/30/2001 , now US PUB 2002/0126701. Applicant 
should be aware that the MPEP allows applications to claim priority to a previously filed 
application. See MPEP 1504.20 and 35 U.S.C. 120. 

Claim Objections 

3. Claim14 is objected to because of the following informalities: the phrase "as to 
subsets of said the elements" is unclear, the word the should be removed. Appropriate 
correction is required. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1-17 and 21-31 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Agrawal US 2002/00831 27 A1 . 
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Regarding claim 1, Agrawal discloses "a presence information unit configured to 
provide presence information" as a presence server that contains presence information 
about users (pg. 2 paragraph 24, Fig. 1), "said presence information comprising a 
plurality of elements" as presence data may indicate multiple conditions (pg. 2 
paragraph 25), "a storing unit configured to store information defining at least one 
group, said group containing a plurality of users" as a buddy list (pg.2 paragraph 26), 
"an information providing unit configured to provide information defining for each user of 
said group which elements of said presence information are to be provided to at least 
one user" as configuring user presence data to indicate specific states for certain users 
(pg. 4 paragraphs 41 , 49), and "said provided information defines a subset of said 
elements of said presence information" as providing certain presence information but 
not all presence information (paragraphs 41 , 49). 

Regarding claim 2, Agrawal discloses "said defined subsets of said presence 
information are provided to a requester in response to request from said requester" as 
providing presence data from the server to the client (pg. 3 paragraph 39, Fig. 4). 

Regarding claim 3, Agrawal discloses "wherein said requester is at least one of 
said plurality of said users" as a user who configures their buddy list to show presence 
data of others is a requester of that data (pg. 2 paragraph 26). 
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Regarding claim 4, Agrawal discloses "said defined subsets of said elements of 
said presence information are available only to one requester or to a plurality of 
requesters" as controlling who has access to presence information (pg. 4 paragraph 
49). 

Regarding claim 5, Agrawal discloses "said defined subsets of said elements of 
said information provided are dependent on the identity of the requester" as only 
showing presence information to certain people (pg. 4 paragraph 49). 

Regarding claim 6, Agrawal discloses "a determining unit configured to determine 
the identity of the requester making said request" as a buddy list user would necessary 
know the identity of the other users receiving the presence information (pg. 4 paragraph 
41). 

Regarding claim 7, Agrawal discloses "said storing unit comprises a presence 
server" as a presence server (pg. 2 paragraph 24, Fig. 1). 

Regarding claim 8, Agrawal discloses "said information providing unit ... 
comprises a storage means" as an application server having a presence repository (pg. 
4 paragraph 42, Fig. 11). 
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Regarding claim 9, Agrawal discloses "said storing unit and said information 
providing unit are provided by a common storage unit" as a presence server and an 
application server that have access to a common presence repository (pg. 4 paragraph 
41-42, pg. 5 paragraph 53, Fig. 11). 

Regarding claim 10, Agrawal discloses "said information providing unit ... 
comprises one of said users" as a user that provides presence information about 
himself (pg. 4 paragraph 49). 

Regarding claim 1 1 , Agrawal discloses "a separate address is provided for each 
of a plurality of groups" as using protocols HDTP/HDML or WAP or TCP/IP each 
message would have a unique address, thus each group would have a separate 
address (pg. 2 paragraph 27-9). 

Regarding claim 12, Agrawal discloses "said users comprise user equipment" as 
a client/user consisting of a mobile device (pg. 2 paragraph 24, Fig. 1). 

Regarding claim 13, Agrawal discloses "said presence information comprises at 
least one of the following elements of information: Subscriber status; Network status; 
communication means; Contact address, Subscriber provided location; Network 
provided location; text; priority; mood, favourite colour" as presence information includes 
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at least network status - available or unavailable (pg. 2 paragraph 25) but may also 
include contact information and location (pg. 4 paragraph 41). 

Regarding claim 14, Agrawal discloses "second information comprises 
information as to subsets of said the elements of said presence information" as 
providing the presence information requested (pg. 2 paragraph 25, pg. 3 paragraph 39) 
which is configured from available presence information (paragraph 41), thus 
comprising a subset of information. 

Regarding claim 15, Agrawal discloses "second information comprises 
information as to the subsets of said elements of said presence information not 
required" as providing more information than simply available or unavailable but also 
providing whether a user is available by cell phone, this information will often not be 
required for purposes of deciding whether a user is available to receive a message (pg. 
4 paragraph 41, 48). 

Regarding claim 16, Agrawal discloses "the subsets of said elements of the 
presence information to be obtained are the same for all of at least one group" as 
configuring a buddy list to identify who is available, thus the same information is 
provided for all of the group (pg. 4 paragraph 41). 
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Regarding claim 17, Agrawal discloses "the subsets of said elements of the 
presence information to be obtained are different for at least two users at least one 
group" as configuring a buddy list to identify who is available and configuring a buddy 
list to identify who is not available but reachable, thus different presence information is 
being obtained (pg. 4 paragraph 41). 

Regarding claim 21, Agrawal discloses "said storing unit is arranged to receive 
presence information from the users of said group" as presence information is sent from 
the users to the server where it is stored (pg. 2 paragraph 25). 

Regarding claim 22, Agrawal discloses "said storing unit is arranged to provide 
the parts of the presence information to be provided" as the server provides the 
presence information to other users (pg. 4 paragraph 41). 

Regarding claims 23-24, Agrawal discloses "an entity associated with a user or a 
user of the group is arranged to provide to the elements of the presence information to 
be provided" and "said entity comprises a presence server" as a presence server 
associated with the users that provides presence information (pg. 2 paragraph 24, Fig. 
1)- 

Regarding claim 25, Agrawal discloses "said storing unit is configured to add said 
elements of presence information to a request sent to said user or an entity associated 
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with said user" as delivering an acknowledgment to the message originator concerning 
the user presence information (pg. 4 paragraph 44). 

Regarding claim 26, Agrawal discloses "said storage unit receives from said 
requester, said storage unit is configured to insert the elements of presence information 
into a request sent to said user or an entity associated with said user" as an application 
where a user configures a buddy list to inform user presence data, thus the storage 
means is inserting the user presence data for the requester (pg. 2 paragraph 26, pg. 3 
paragraph 39, pg. 4 paragraph 41). 

Regarding claim 27, Agrawal discloses "defining at least one group containing a 
plurality of users with which presence information is associated, said presence 
information comprising a plurality of elements associated with each user" as a buddy list 
where users have presence information associated with them that comprises a plurality 
of parts (pg. 2 paragraph 26, pg. 4 paragraph 41 ), and "defining for each user of said 
group what elements of said presence information are to be provided, wherein ... said 
provided information defines a subset of said elements" as specifying what presence 
information to receive (pg. 4 paragraph 41). 

Regarding claim 28, Agrawal discloses "filtering the presence information for at 
least one user of the group to obtain the defined elements of said presence information" 
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as a user configuring what presence information to show and to whom, thus the 
presence information is "filtered" (pg. 4 paragraph 49). 

Regarding claim 29, Agrawal discloses "requesting for at least one user of said 
group said defined elements of said presence information" as a user wanting to know 
the presence information of another user of a group (pg. 3 paragraph 39). 

Regarding claim 30, Agrawal discloses "a storing unit ... defining at least one 
group, wherein said group comprises a plurality of users with which presence 
information is associated" as a buddy list that contains several users each user having 
presence information (pg. 2 paragraph 26), "said presence information comprises a 
plurality of elements" as presence information that comprises multiple parts (pg. 2 
paragraph 25, pg. 4 paragraph 41 ), and "second information defining for each user of 
said group which elements of said presence information are to be provided, wherein ... 
provided information defines a subset of said elements" as a user configuring what parts 
of presence information to provide (pg. 4 paragraphs 41 , 49). 

Regarding claim 31 , it corresponds to claim 1 except it contains the language 
"means for" in place of the term "unit" thus it is narrower in scope since it is limited to the 
examples described in the specification and therefore it is rejected for the same reasons 
given in claim 1 . 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 18-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Agrawal in view of Requena US 2007/0124471 A1 . 

Regarding claim 18, Agrawal does not disclose "the system operates in 
accordance with a session initiation protocol (SIP)" however this is taught by Requena 
as a presence information system that uses SIP (pg. 5 paragraph 73, pg. 13 paragraph 
180-4, Fig. 11-2). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Agrawal with the SIP message SUBSCRIBE taught by Requena. 
The motivation for using SIP is that SIP carries presence information which is the object 
of the invention, thus it would be natural to use SIP for the purpose of operating the 
system. 



Application/Control Number: 10/530,759 Page 13 

Art Unit: 2442 

Regarding claim 19, Agrawal does not disclose "request for said presence 
information is made in a SUBSCRIBE request" however this is taught by Requena as a 
SUBSCRIBE request (pg. 13 paragraph 183, Fig. 11). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Agrawal with the SIP message SUBSCRIBE taught by Requena. 
The motivation for using SIP is that SIP carries presence information which is the object 
of the invention, thus it would be natural to use SIP for the purpose of operating the 
system. 

Regarding claim 20, Agrawal does not disclose "the information providing unit 
comprises a SIP SUBSCRIBE message" however this is taught by Requena as a 
SUBSCRIBE message sent to the SIP server (pg. 13 paragraph 183, Fig. 11). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Agrawal with the SIP message SUBSCRIBE taught by Requena. 
The motivation for using SIP is that SIP carries presence information which is the object 
of the invention, thus it would be natural to use SIP for the purpose of operating the 
system. 
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Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Lonnfors et al. US 2004/0177134 A1 discloses using a subset of the complete 
set of presence information (paragraph 16). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JASON RECEK whose telephone number is (571)270- 
1975. The examiner can normally be reached on Mon - Thurs 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Caldwell can be reached on (571) 272-3868. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Andrew Caldwell/ 

Supervisory Patent Examiner, Art 

Unit 2442 

/Jason Recek/ 
Examiner, Art Unit 2442 
(571)-270-1975 



